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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name Malvern Instruments Ltd.

Granted to Date
of previous ex-
tension

02/24/2016

Address Enigma Business Park, Grovewood Road
Malvern, Worcestershire, WR14 !XZ
UNITED KINGDOM

Name NanoSight Limited

Granted to Date
of previous ex-
tension

02/24/2016

Address Enigma Business Park, Grovewood Road Malvern Instruments Ltd.
Malvern, Worcestershire, WR14 1XZ
UNITED KINGDOM

Attorney informa-
tion

Jennifer Lee Taylor
Morrison & Foerster LLP
425 Market Street
San Francisco, CA 94105
UNITED STATES
jtaylor@mofo.com, aphillips@mofo.com, tmdocket@mofo.com

Applicant Information

Application No 86660825 Publication date 10/27/2015

Opposition Filing
Date

02/24/2016 Opposition Peri-
od Ends

02/24/2016

Applicant nanoView Diagnostics, Inc.
8 Saint Mary's St.
Boston, MA 02215
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Scientific instrumentation for measuring
nanoparticles

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

http://estta.uspto.gov


Mark Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4041965 Application Date 03/22/2011

Registration Date 10/18/2011 Foreign Priority
Date

NONE

Word Mark NANOSIGHT

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2004/10/01 First Use In Commerce: 2005/01/01

Electrical and scientific apparatus, namely, instruments and machines for meas-
uring and characterizing nano particles; computer software for tracking, analyz-
ing, viewing and characterizing nano particles

Class 010. First use: First Use: 2004/10/01 First Use In Commerce: 2005/01/01

Medical instruments for measuring, tracking, analyzing, viewing and characteriz-
ing nano particles for application in the field of drug delivery, toxicology andmed-
ical research and development

Attachments 85272967#TMSN.png( bytes )
Nanosight Ltd etc vs NanoView Diagnostics Inc - Notice of Opposi-
tion.pdf(359885 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jennifer Lee Taylor/

Name Jennifer Lee Taylor

Date 02/24/2016
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Application Serial No. 86/660,825
Docket No. 73971-6001.501

sf-3624857

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NANOSIGHT LTD. and MALVERN 
INSTRUMENTS LIMITED,

Opposers,

vs.

NANOVIEW DIAGNOSTICS, INC.,

Applicant.

Opposition No.: 

Application Serial No.: 86/660,825

Mark: NANOVISION

Published: October 27, 2015

NOTICE OF OPPOSITION

Box TTAB FEE
Commissioner for Trademarks
P.O. Box 1451
Arlington, VA 22313-1451

NanoSight Ltd., a United Kingdom limited company, and Malvern Instruments Limited,

a United Kingdom limited company, each having its principal place of business at Enigma 

Business Park, Grovewood Road, Malvern, United Kingdom, WR141XZ, each believe that it 

will be damaged by the use and registration of the NANOVISION mark in Application Serial 

No. 86/660,825, filed by nanoView Diagnostics, Inc. (“Applicant”), for “scientific 

instrumentation for measuring nanoparticles” in International Class 9.

As grounds for the opposition, it is alleged as follows: 

1. Opposer NanoSight Ltd. (“NanoSight”) was founded in 2003 for the design and 

manufacture of instruments for the scientific analysis of nanoparticles. In 2004, NanoSight

commercialized Nanoparticle Tracking Analysis, a patented technology that allowed for the 

development of a series of instruments that count, measure, and visualize nanoparticles in liquid 
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suspension for the development of drug delivery systems, viral vaccine research, and 

nanotoxicology and biomarker detection, among other applications.

2. Opposer Malvern Instruments Limited (“Malvern Instruments”) is a global leader 

in the manufacture of particle characterization systems. Malvern Instruments has been at the 

forefront of particle science since the 1970s, and maintains a global distributor network for its 

products. In 2013, Malvern Instruments acquired NanoSight and began promoting NanoSight 

nanoparticle analysis technology as part of the Malvern Instruments range of products.

3. Since at least as early as January 1, 2005, and well prior to Applicant’s filing date 

for the opposed application, NanoSight and Malvern Instruments (“Opposers”) have

continuously offered and promoted the NANOSIGHT trademark in commerce in the United 

States, including through their affiliate NanoSight Inc., in connection with nanoparticle analysis

technology. Through continuous and widespread use and promotion of the NANOSIGHT mark, 

Opposers have acquired common law rights in the NANOSIGHT mark.

4. NanoSight owns U.S. Registration No. 4,041,965 for the NANOSIGHT word 

mark for “electrical and scientific apparatus, namely, instruments and machines for measuring 

and characterizing nano particles; computer software for tracking, analyzing, viewing and 

characterizing nano particles” in International Class 9 and “medical instruments for measuring, 

tracking, analyzing, viewing and characterizing nano particles for application in the field of drug 

delivery, toxicology and medical research and development” in International Class 10.  The 

application to register the NANOSIGHT mark as shown in registration No. 4,041,965 was filed 

on March 22, 2011, with a first use date of October 1, 2004 and a first use-in-commerce date of 

January 1, 2005, well prior to Applicant’s filing date for Application Serial No. 86/660,825.



- 3 -
Application Serial No. 86/660,825

Docket No. 73971-6001.501

Attached hereto as Exhibit A is a true and correct copy of the registration certificate for 

Registration No. 4,041,965.  

5. NanoSight, and its parent Malvern Instruments, own the goodwill and reputation 

of the goods connected with and symbolized by the above-referenced NANOSIGHT mark. As a 

result of extensive marketing, promotion, and sales of Opposers’ goods offered under the 

NANOSIGHT mark, NanoSight and its parent, Malvern Instruments, have built up highly 

valuable goodwill in the NANOSIGHT mark, and said goodwill has become closely and 

uniquely identified and associated with Opposers and Opposers’ goods.

6. Applicant filed Application Serial No. 86/660,825 for the NANOVISION mark 

on June 12, 2015.  The application was published in the Official Gazette on October 27, 2015.   

7. By the application herein opposed, Applicant seeks to register the NANOVISION

mark for “scientific instrumentation for measuring nanoparticles” in International Class 9.

LIKELIHOOD OF CONFUSION 

8. Since at least as early as January 1, 2005, substantially prior to Applicant’s filing 

date for the NANOVISION application and, on information and belief, substantially prior to any 

use or use-in-commerce by Applicant of the NANOVISION mark, Opposers have continuously 

offered and promoted in commerce the nanoparticle characterization technology goods under the

NANOSIGHT mark.  

9. On information and belief, any use or use-in-commerce of the NANOVISION

mark by Applicant does not predate Opposers’ rights in the NANOSIGHT mark and/or the 

priority date for the NANOSIGHT mark owned by NanoSight.

10. Applicant’s NANOVISION mark is highly similar to the NANOSIGHT mark.

The first two syllables of both marks—the letters ‘NANO’—are phonetically and visually 
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identical.  Each mark is then followed by a final element comprised of a word meaning ‘to see’:

SIGHT versus VISION. Since the two marks utilize the same structure and impart identical 

meanings, consumers could easily mistake Applicant’s mark as a variant on Opposers’ mark.  

For these reasons, Applicant’s and Opposers’ respective marks are confusingly similar in 

appearance, sound, meaning, connotation, and commercial impression. 

11. The goods of “scientific instrumentation for measuring nanoparticles” in 

International Class 9 covered by the opposed application are identical, complementary, or 

otherwise closely related to the goods of “electrical and scientific apparatus, namely, 

instruments and machines for measuring and characterizing nano particles; computer software 

for tracking, analyzing, viewing and characterizing nano particles” in International Class 9 and 

“medical instruments for measuring, tracking, analyzing, viewing and characterizing nano 

particles for application in the field of drug delivery, toxicology and medical research and 

development” in International Class 10, offered under Opposers’ NANOSIGHT mark.  

12. Opposers are informed, believe, and on that basis allege that Applicant’s 

consumers for the goods identified in the opposed application are likely to consist of many of the 

same consumers of Opposers’ goods, who are already familiar with Opposers’ NANOSIGHT 

mark and the goods offered under that mark.

13. Opposers are informed, believe, and on that basis allege that Applicant is likely to 

offer and distribute its goods through channels of trade that will overlap with those used by 

Opposers to offer and distribute Opposers’ NANOSIGHT goods, and that Applicant is likely to

target consumers of Opposers’ NANOSIGHT goods for Applicant’s goods.

14. In view of the fact that Applicant’s NANOVISION mark is confusingly similar to 

Opposers’ NANOSIGHT mark, that Applicant’s and Opposers’ respective goods are identical, 



- 5 -
Application Serial No. 86/660,825

Docket No. 73971-6001.501

complementary and/or closely related, and that the customers for Applicant’s and Opposers’

respective goods will be the same or overlapping, Applicant’s NANOVISION mark is likely to 

cause confusion with Opposers’ NANOSIGHT mark, or to cause mistake or to deceive as to the 

origin, sponsorship, or approval of Applicant’s goods.  Opposers would thereby be injured by 

Applicant’s intended use and registration of the NANOVISION mark in Application Serial No.

86/660,825.

Filing Fee:  The USPTO is authorized to charge $600.00 for the Notice of Opposition to 

Application Serial No. 86/660,825 to Morrison & Foerster LLP’s Deposit Account 03-1952

(Reference No. 73971-6001.501).

WHEREFORE, Opposers pray that Application Serial No. 86/660,825 be rejected, and

that this opposition be sustained in favor of Opposers.

Respectfully submitted,

Dated: February 24, 2016 By: /s/Jennifer Lee Taylor
__________________________________
Jennifer Lee Taylor

Attorney for Opposers
NanoSight Ltd. 
Malvern Instruments Limited

Morrison & Foerster LLP

425 Market Street
San Francisco, California  94105-2482
Telephone: (415) 268-6538

Facsimile:  (415) 268-7522
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